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If you missed the 2019 Annual Meeting of the International Trademark Association in 

Boston, or if you were there but were spending time with colleagues and friends, the 

Dorsey trademark team is here to provide a brief overview of some interesting seminars 

we attended and tidbits scooped up during the Meeting:

Fictional Characters:  Dorsey’s very own Jeff Cadwell (Minneapolis office) kicked things 

off for a packed room on Saturday by moderating a session called “Character Wars.”  

The panel focused on the intersections of trademark and copyright law relating to the 

protection of fictional characters.  Jeff was joined by panelists Michael Lovitz, Chantal 

Koller, and Christopher Smith, who spoke about US law, European and Swiss law, and 

Chinese law, respectively.  The panel explored options for registration of rights, what sort 

of unregistered protection may exist, enforcement tools, and merchandising 

considerations.

Trademark Investigations:  With participants from the United States, China, Europe, 

and Mexico, this panel addressed the ethical contours of trademark investigations in 

various countries around the world.  These types of investigations can be a crucial 

component for both enforcement and prosecution efforts and require special ethical 

considerations that vary depending on the jurisdiction.

For example, in the United States, evidence gathered illegally or unethically by an 

investigator can render the evidence inadmissible in a contested proceeding.  

Additionally, evidence gathered by an attorney might also be inadmissible due to ethical 

conflicts with an attorney acting as a fact witness.  In China, evidence needs to be 

notarized to be admissible; notarization in China can be extremely expensive.  

Accordingly, in situations where a party is considering petitioning to cancel a registration 

for non-use in China, it can sometimes be less expensive to simply file the proceeding 

and see what happens rather than conduct a formal investigation to gather admissible 

evidence.  Unlike in the United States, in Europe, attorneys are generally not prohibited 

from presenting evidence they have collected.  In Mexico, a court will accept an 

investigation report, but will independently confirm the facts presented therein.

With so many considerations at play, it behooves brand owners and trademark attorneys 

to consult with local counsel prior to conducting an investigation outside of their home 

jurisdiction.

Blockchain:  Chances are that you’ve heard the buzzword “blockhain” sometime in the 

past two years.  Whether it be in the context of Bitcoin’s meteoric rise (and subsequent 

fall) or in the many other tech products based on the concept.  This session discussed 

the potential solutions blockchain may offer to IP attorneys and consumer brands.  

“Blockchain” is a distributed ledged technology that houses a record of transactions on 

computers linked across a peer-to-peer network.

In the context of the IP world, blockchain has numerous potential applications, including:

 Supply chain shipment tracking for anti-counterfeiting efforts (i.e., the ability track and 
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